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Disposition of Claims 

4) ^ Claim(s) 1-40 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-40 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

30 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

1. Claims 1-40 are pending in this application. 



Claim Rejections • 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-6, 9-16, 19-26, 29-36, and 39-40, are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

4. Claims 1, 11, 21, and 31 , recite, "excluding recipients from the list of recipients 
whereby only recipients who remain in the list of recipients may access the e- 
mail message," (e.g. claim 1, lines 14-16). The wording of this limitation renders 
the content of the list of recipients unclear. Are the excluded recipients still part 
of the list? It seems clear that they are not, according to the claim language, and 
if that is the case the list of recipients minus the excluded recipients, in fact 
becomes a new list or a least a modified list, and should be referred to as such. 



5. 



Claims 4, 10, 14, 20, 24, 30, 34, 40 recite, "the stored email may be encrypted 
by a private key," (e.g. claim 4, lines 1-2). The recitation of "may be" renders the 
claim indefinite. 
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6. Claims 9, 19, 29, and 39, recite, "the email message has a list of recipients, the 
list of recipients being modified by the sender" (e.g. claim 9, lines 1-2). The 
parent claims (7, 17, 27, and 37) recite, "the message being addressed to a list of 
recipients" (e.g. claim 7, lines 2-3). It is unclear how many lists of recipients 
there are, and which one is being modified. 

7. Claims 2-6, 12-16, 22-26, 32-36 are rejected due to their dependence on the 
previously rejected claims. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 1-3, 7-9, 11-13, 17-19, 21-23, 27-29, 31-33, and 37-39 are rejected under 
35 U.S.C. 102(b) as being anticipated by Brogne et al (EP Pub. No. 1,087,321). 

10. As to claim 1, Brogne discloses a method of rescinding previously transmitted e- 
mail messages by a sender, the message being addressed to a list of recipients 
(Abstract), the method comprising the steps of: 

storing the e-mail message on a computing system (column 2, lines 13-19); 
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generating a notification message, the notification message for allowing the 
recipients to automatically access the e-mail message (column 2, lines 13-19 and 
column 3, lines 54-57); 

sending the notification message to the list of recipients (column 2, lines 15- 
19); and 

excluding recipients from the list of recipients whereby only recipients who 
remain in the list of recipients may access the e-mail message (column 3, lines 
32-41). 

1 1 .As to claim 7, Brogne discloses 1 method of modifying a previously transmitted 
e-mail message by a sender, the message being addressed to a list of recipients 
(Abstract), the method comprising the steps of: 

storing the e-mail message on a computing system (column 2, lines 13-19); 

generating a notification message, the notification message for allowing the 
recipients to automatically access the stored e-mail message (column 2, lines 13- 
19 and column 3, lines 54-57); 

sending the notification message to the list of recipients (column 2, lines 15- 
19); and 

enabling the sender to modify the stored e-mail message (column 3, lines 32- 
41). 
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12. As to claims 11,21, and 31 , they are rejected by the same rationale set forth in 
claim 1's rejection. 

13. As to claims 17, 27, and 37, they are rejected by the same rationale set forth in 
claim 7's rejection. 

14. As to claims 2, 12, 22, and 32, Brogne discloses all recipients from the list are 
excluded (column 3, lines 32-41). 

15. As to claims 3, 8, 13, 18, 23, 28, 33, and 38, Brogne discloses the e-mail 
message having a text portion, the sender being allowed to modify the text 
portion (column 3, lines 39-41). 

16. As to claims 9, 19, 29, and 39 Brogne discloses the e-mail message has a list of 
recipients, the list of recipients being modified by the sender (column 3, lines 32- 
41). 

Claim Rejections - 35 USC § 103 

17. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
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said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

18. Claims 4-6, 10, 14-16, 20, 24-26, 30, 34-36, and 40 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Brogne as applied to claims 1, 7, 11, 
17, 21, 27, 31, and 37 above, and further in view of what is well known in the art. 

19. As to claim 4, 10, 14, 20, 24, 30, 34, and 40, Brogne discloses the invention 
substantially with regard to the parent 1, 7, 11, 17, 21, 27, 31, and 37, and further 
discloses the notification message for automatically accessing the e-mail 
message being a password (column 5, lines 21-24). 

Although, Brogne does not explicitly discloses that the password is a public 
key which decrypts the stored email, Official Notice is taken (MPEP 2144.04) that 
encrypting emails using a public key password was a well-known use of email 
access passwords at the time the applicant's invention was made, and is 
deployed to enhance security of the stored emails. Thus, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to take 
advantage of a well known practice to modify the teachings of Brogne in order to 
achieve such benefits. 

20. As to claims 5, 15, 25, and 35, Brogne and what is well known in the art disclose 
the invention substantially with regard to the parent claim 4, 14, 24, and 34, and 
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further disclose the computing system is the computing system on which the e- 
mail message was composed (Brogne, column 4, lines 12-26). 

21. As to claims 6, 16, 26, and 36, Brogne and what is well known in the art disclose 
the invention substantially with regard to the parent claim 4, 14, 24, and 34, and 
further disclose the computing system is a server, the server generating and 
sending the notification message to the recipients and sender (column 2, lines 
12-19). 

Conclusion 

22. For additional prior art made of record and not relied upon and considered 
pertinent to applicant's disclosure see attached Notice of References Cited, Form 
PTO-892. 

23. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas J. Dailey whose telephone number is 
571-270-1246. The examiner can normally be reached on Monday thru Friday; 
9:00am - 5:00pm. 

24. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonwanit can be reached on 571-272-3913. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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25. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 





